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Spring Practice
Seminars-

Updates & Practicé Tips
in Specific
Practice Areas

DATES®
April 20 Real Property
April 21 | Collection*Law
I\/la& 5 Corporate Counsel -
May 12 Family Lavyl

May 17 Labor & Employment

June 16 Legal Assistant Division




10:05 a.m.

10:20

10:35 a.m.

10:50 a.m.

11:40 a.m:.

12:30 p.m.

Real
Property
4-20-00

Registration and
Continental Breakfast

Annual Business Meeting

Local Government
Subdivision Approval Process
From the Perspective of
Counsel and the
Governmental Agency

Review of Real Estate Cases
from the Utah Supreme
Court

Break

Developments in Recent
Utaly Legislative Sessions

Review of Real Estate Cases
from the Utah Court of
Appeals

Ethical Issues

Program Adjourns

4 hrs, CLE, Including 1 hr. ethics.

"

_*Exact times subject to change.

8:30 a.m.

9:00 a.m.

10:00 am. 2

11:00 a.m.

12:00 p.m.

Collection
Law .

4-21-00

Registration

Default Attorney Fees
*FDCPA Issues
Legislative Update 2000

Annual Business Meeting
And Lunch

3 hrs. CLE

* Subject to change

9:30 a.m.
10:30 a.m.

11:30 a.m.

12:30 a.m.:

Corporate
Counsel
5-5-00

Registration & Continental

Breakfast

Ethical Issues of Concern
to In-House Counsel

Employment Law Update

Outcome of the Year

2000 Utah Legiglative

Session

Lunch Panel: Litigation
Management
Responsibilities of
In-House Counsel

* Annual Business Meeting

4 hrs. CLE. Includina 1 hr. ethics




8:00 a.m.

Annual Business Meeting
Marcie Keck, Chair

8:30a.m. Ethics™- Attorney Liens
Bart Johnsen ‘
9:30am. Case Law & Legislative

Update
Helen Christian, Terry Cathcart

Break

Something About Ahmony II:
The Judges’ Turn

Judge & Commissioner Panel
Moderator: Harry Caston

Lunch Provided

10:00 a.m.

13:15 am.

12:00 p.m.
1:00 pm. Recent Changes &
: Commonly Encountered
Issues
Commissioners: Michael S. Evans,
David 8. Dillon, Daniel W. Garner

2:45 p.m. Break
3:00 pm.  Untangling the Confusion of
Premarital Property
Howard Lundgren
3:45 p.m., Tool Box

Members of the Family Law Section

7.5 hrs. CLE, Including 1 hr. ethics

7:30 am. Registration and Breakfast

8:00a.m. * WoRKERs' COMPENSATION; |
- Overview & Hot Issues
Keo Char

9:00am. EmpLoYMENT CONTRACTS &
Emproyee RigHTs: A
Bundle of Sticks, One of
Which Might Hit Unsus-

. pecting Employers, Not
Just at Termination

Roger Hoole

10:00 am. EmpLoYer LiaBILITY FOR

Supervisor MisconpucT:

Discrimination, Harassment

and Retaliation—\When are

employers liable for such

misconduct? Recent U.S.

Supreme Court & Circuit

Court Decisions

Mark Gavre

11:00 am. - EmpLoymenT Tort CLaimvs:

» Creative Lawyers Are
Finding New Theories for
Suing Employers

Elizabeth Dunning

12:00 pm Program Adjourns

4 hrs. CLE

I



Registration :

Seminars are at the Law & Justice Center
unless otherwise indicated.

$60.00 members
$75.00 nonmbrs
$40.00 members
$55.00 nonmbrs
I:J[_Torpor*ate Counsel $45.00 members
$75.00 nonmbrs

L Real Property

[ Collection Law

. CLabor & Empl. $60.00 members
$75.00 nonmbrs
O Family Law $110.00 members
$120.00 nonmbrs’
LLaD $65.00 members
$75.00 nonmbrs
. Name
Address
. City/State/Zip
Office Phone Bar No.

Please send to:
’ Utah State Bar
Attn: CLE Department
645 South 200 East #310
Salt Lake City, UT 84111

( ) Check Enclosed [ ] Visa
( } MasterCard ( ] AmEx
Credit Card #

. Exp. Date

Signature

= REGISTRATION & CANCELLATION POLICIES:

Door registration accepted, if space is available, on a

‘first-come, first-serve basis, Cancellations must be
confirmed by letter at least 48 hours prior to the

seminar date for a refund, minus a $20 nonrefundable
fee,. No refund for “no-shows™ or cancellations made
afterthe 48 hour dancellation period.

Legal
Assistant
Division
6-16-00

South Hampton Inn,
10690 S. Holiday Park Dr.
8:00 am. Registration, Welcome &
Breakfast
Shelly Sisam, Chair

“U of U Law Library
. Research”
Felise Thorpe-Moll

8:30 am.

10:30 a.m. Break-

10:45 am. How to Survive as a Family
, Law Paralegal' -
11:45 am. Division Annual Meei:ing:
CLE for assistants, the need
for Brown Bag Lunches
12:15 p.m.  Lunch Provided
1:30 p.m. New Rules for the Notary
Fran Fish

3:30 p.m. Break

3:45 p.m. “New State Appellate Court

Citation Rules Effective 3-1-00

4

6.5 hrs. CLE

Registration for this seminar needs to
*be made on or before 6/2/00 to avoid
' a $10.00 late fee.
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Letter tothe Editor | UTAH LAWYERS
CONCERNED ABOUT
Dear Editor: L AWYE Rs

I don’t often see my name in the Utah Bar Journal. When I do, 1
would rather hope that it would be in a positive light. In the
December issue of the Bar journal, however, there was a sub-
stantial write-up of one my cases, Salt Lake City v. Wood, 1999

Confidential* assistance for any
Utah attorney whose professional

UT App. 323. In that case, the Court of Appeals affirmed a con- performance may be impaired |
viction under a Salt Lake City ordinance regulating “professional because of emotional distress, men- |
dancers.” In fact, the Court split three ways, leaving much room tal illness. substance abuse or other

for further discussion. igi
or further discussion problems. You may call the digital

The Wood case was one of eight cases pending in the District pager “H elplin e’ @ 219-8220, or call

Court. The others were stayed, pending an Appellate Decision.
’ h i :
Upon receiving the Decision, I added to my research, and filed Laelaiiianlistaciielon

a 35 page Memorandum in support of Motions to Dismiss on
the other seven cases. I am pleased to note that the City

promptly moved to dismiss all cases “in the interest of Justice.” (801 ) 297- 7029
I thought the Bar would be interested in the follow up on this.

As far as T can tell, the ordinance under which my client was

) , LAWYERS HELPING LAWYERS COMMITTEE
charged is now, for all practical purposes, defunct.

UTAH STATE BAR
W. Andrew McCullough

*See Rule &.3(d), Utah Code of
Professional Conduct

The Utah Bar Journal ,

Published by The Utah State Bar
045 South 200 East » Salt Lake City, Utah 84111
Telephone (801) 531-9077 ¢ www.utahbar.org

Bar Journal Editorial Board Bar Journal Committee Members
Editor Utah Law Developments Brett J. DelPorto Victoria Kidman
William D. Holyoak Editor Cameron S. Denning Carolyn Nichols
! . J. Craig Smith Andrea J. Garland Lorena P. Riffo
Managing Editor
0 . Mark J. Gregersen Betsy L. Ross )
Todd Zagorec Judicial Advisor io Hall Cherie P Sh -
Judge Gregory K. Orme H. Craig la erie P anteau
Art/Design Editor i David Hartvigsen Daniel M. Torrence
Randall L. Romrell
Young Lawyer Legal Assistant
Representatives Representatives
David R. McKinney Mary H. Black
Catherine E. Roberts Tamara Cole
Victoria Bushnell Bar Staff Liaison
Bar Commission Liaison Christine Critchley

Denise Dragoo
4 Volme 13 Mo 4



1. Letters shall be typewritten, double spaced, signed by the author
and shall not exceed 300 words in length.

2. No one person shall have more than one letter to the editor pub-
lished every six months.

3. All letters submitted for publication shall be addressed to Editor,
Utah Bar Journal and shall be delivered to the office of the Utah
State Bar at least six weeks prior to publication.

4. Tetters shall be published in the order in which they are received
for each publication period, except that priority shall be given to
the publication of letters which reflect contrasting or opposing
viewpoints on the same subject.

5. No letter shall be published which (a) contains defamatory or
obscene material, (b) violates the Rules of Professional Conduct,
or (c) otherwise may subject the Utah State Bar, the Board of Bar

Members of the Utah State Bar who are interested in having their
photographs of Utah scenes published on the cover of the Uiah Bar
Journal should contact Randall L. Romrell, Esq, Regence
BlueCross BlueShield of Utah, 2890 East Cottonwood Parkway,
Mail Stop E70, Salt Lake City, Utah 84121, (801) 333-5691. Send
a print, transparency, or slide of each scene you want to be con-
sidered. If you would like your photograph returned, enclose 4 .
self-addressed, stamped envelope.

The Utah Bar Journal encourages Bar members to submit arti-
cles for publication. The following are a few guidelines for
preparing your submission.

1. Length: The editorial staff prefers articles having no more
than 3,000 words. If you cannot reduce your article to that
length, consider dividing it into a “Part 1” and “Part 2 for pub-
lication in successive issues.

2. Format: Submit a hard copy and an electronic copy in
Microsoft Word or WordPerfect format.

3. Endnotes: Articles may have endnotes, but the editorial staff
discourages their use. The Bar Journal is not a Law Review, and
the staff seeks articles of practical interest to attorneys and
members of the bench. Subjects requiring substantial notes
to convey their content may be more suitable for another
publication.

Commissioners or any employee of the Utah State Bar to civil or
criminal liability.

6. No letter shall be published which advocates or opposes a par-
ticular candidacy for a political or judicial office or which
contains a solicitation or advertisement for a commercial or
business purpose.

7. Except as otherwise expressly set forth herein, the acceptance for
publication of letters to the Editor shall be made without regard
to the identity of the author. Letters accepted for publication shall
not be edited or condensed by the Utah State Bar, other than as
may be necessary to meet these guidelines.

8. The Editor, or his or her designee, shall promptly notify the
author of each letter if and when a letter is rejected.

The Editor of the Utwh Bar Journal wants to hear about the top-
ics and issues readers think should be covered in the magazine.

If you have an article idea or would be interested in writing on a
particular topic, contact the Editor at 532-1234 or write Utah Bar
© Journal, 645 South 200 East, Salt Lake City, Utah 84111.

4. Content: Articles should address the Bar Journal audience,
which is composed primarily of licensed Bar members. The
broader the appeal of your article, the better. Nevertheless, the
editorial staff sometimes considers articles on narrower topics.
If you are in doubt about the suitability of your article for publi-
cation, the editorial staff invites you to submit it for evaluation.

5. Editing: Any article submitted to the Bar Journal may be
edited for citation style, length, grammar, and punctuation. Con-
tent is the author’s responsibility—the editorial staff merely
determines whether the article should be published.

0. Citation Format; All citations should at least attempt to follow
The Bluebook format.

7. Authors: Submit a sentence identifying your place of employ-
ment. Photographs are discouraged, but may be submitted and
will be considered for use, depending on available space.

Uiah B




The President’s Message |

by Charles R. Brown

I had the good fortune to be invited to attend the kick-off
breakfast for the year 2000 “and Justice for all” campaign on
February 24, 2000. What I learned there inspired me to become
more active in the campaign. As most of you know “and Justice
for all” is a collaborative fund raising effort of the Disability Law
Center, Legal Aid Society and Utah Legal Services. The campaign
as originally established was a response to dwindling funding
sources for those agencies which provide legal services for the
poor and persons with disabilities in Utah. Each year it is esti-
mated that there will be 75,000 new legal needs for those
persons in Utah. Thus, adequate funding is essential to assure
that those persons of need have access to civil legal services.

The “and Justice for all” campaign asks that each member of
the Utah State Bar make an annual financial contribution equal
to two billable hours. In its inaugural year, the campaign suc-
cessfully raised $410,000. In 1998, fewer than 5% of our
members provided financial support to the agencies. Through
the “and Justice for all” campaign that number increased to
23% in 1999, more than 1,200 members. The goal for the year
2000 is to increase participation to 2,000 lawyers.

The people who are the moving force in this campaign, includ-
ing the Leadership Committee and others, cover a diverse
cross-section of our profession. They include Democrats and
Republicans, liberals and conservatives. This is not a politically
controversial issue. It is right and appropriate. I would hope
that each of us will undertake some level of commitment.

Through the efforts of committed members of our Bar, the
campaign has obtained two grants which will act as incentives
for contributions by our members. The George S. and Delores
Dore Eccles Foundation has pledged a grant of $100,000 to the
campaign. That contribution will be made when 2000 lawyers
have made a financial contribution to the campaign. The Dr.
W.C. Swanson Family Foundation has pledged a grant of
$25,000. That contribution will be made when the campaign
has obtained $25,000 in donations from solo and small firm
practitioners, particularly those in Northern Utah.

6 olume 13 o 4
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During my term as President I have received many communica-
tions from members of our Bar who have expressed their
concern regarding the Bar Commission’s use of mandatory dues
to fund pro bono activities. As you may recall, the January Bar
Journal published a letter from sixteen Northern Utah attorneys
on this issue, together with my response. My response made it
clear that the Bar Commission has not made a decision to per-
manently contribute mandatory dues to pro bono efforts or the
legal services agencies. Pursuant to recommendations of the
Access to Justice Task Force the Bar did confirm a one-time
commitment of a grant of $60,000 to evaluate a central intake
system in order to improve the coordination of the agencies and
the provision of services to the disadvantaged in Utah. I also am
not philosophically comfortable with a continuing commitment
to use mandatory Bar dues for what should be a voluntary char-
itable effort. However, I am totally in favor of strong
encouragement and incentives towards voluntary efforts by our
members.

Although objecting to the use of mandatory dues to fund pro
bono legal services, the letter from those Northern Utah mem-
bers did agree with the proposition that it is the Bar’s duty to
encourage members to perform pro bono legal services or
voluntarily contribute funds towards those efforts. Implicit in
that letter was, I believe, a commitment by the signatories that
they would consider making individual voluntary contributions
to pro bono activities, either through direct performance of
services or contributions to appropriate agencies.

We do have a monopoly on the provision of legal services in the
State of Utah. People of limited means will
not obtain justice without a significant
voluntary commitment by our members to
provide services and assist in the funding
of those agencies who do a thankless job
in providing those essential setvices. My
firm has made a contribution and I and
other attorneys in my firm will separately




make individual contributions for the year 2000. We need all of
you. However, as one who has spent most of my time in private
practice in a small firm, I reserve a special challenge for solo
and small firm practitioners. This would include the 16 attorneys
who signed the letter to me published in the January Bar Journal.
A contribution by each solo or small firm attorney, especially
those from Northern Utah, will have a double benefit. Each
attorney who contributes will add to the number necessary to
meet the total of 2,000 members in order to obtain the matching
grant from the Eccles Foundation. In addition, the dollars those
solo and small firm attorneys contribute will assist the campaign
in reaching that separate goal of $25,000, which will result in
the matching contribution from the Swanson Foundation.

Please take the time to seriously evaluate and consider this. The
support of each of us is essential to the success of this effort.

AR
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I Great idea.

Advertising in the Utah Bar Journal
is a really great idea. Reasonable rates and
a circulation of approximately 7,000!

" Cali for more information:
Laniece Roberis ¢ (801) 538-0526
Lorie Ng ¢ (801) 530-4971

“urors will remember what they see
60% more ’ A

and the verdict will follow."
L]
H: A. Moore, PLLD.
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Presented at the Defensc Research Instituted Seminar
can be on Public Liability, San Diego, CA 1997

Custom designed presentations
that make a difference.
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A Not-for-profit Y
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Mediation 3 .3
Service

4 Day Seminar

32 Hour
Basic Mediation
Training

May 4, 5, 8, 9, 2000
8:00 AM - 5:00 PM

27 Hours CLE Credit
1 Hour Ethics Credit

or

27 Hours NLCLE Credit

$500 Early Registration by April 14™, 2000
$550 After April 14", 2000
(seminar limited to 24 participants)

L 244

SDay Seminar

Basic
&
Family Mediation
Training

June 1, 2, 5, 6, 7, 2000
8:00 AM - 5:00 PM

William W. Downes
Diane Hamilton
Marcella Keck
Sue Petty

Cost:: $750 Basic & Family
$450 Family only (June 5-7)
Registration due by May 15%

(seminar limited to 24 participants)

Law & Justice Center
645 South 200 East, SLC, UT. 84111
(801) 532-4841
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by Robert Palmer Rees

Article 9 of the Uniform Commercial Code governs the attach-
ment, perfection, priority and enforcement of security interests
in personal property and fixtures. Upcoming fundamental revi-
sions to Article 9 will significantly affect attorneys’ practices and
parties’ rights. Under SB 168, passed in the Utah Legislature’s
2000 Session, Chapter 9 of Utah’s Title 70A will be wholly
repealed and replaced with a new Chapter “9a.”

The nature of “Revised Article 9” makes national adoption very
important (e.g., changes in where to file financing statements).
To allow time for national passage, Revised Article 9 has a uni-
Jorm effective date of July 1, 2001. Article 9 practitioners will
need that time to absorb the changes. In the meantime, even
today’s transactions should be structured with Revised Article 9
in mind. (See “Transition Rules”, infia).

Revised Article 9’s changes are very extensive. Only some of the
most significant are discussed below. (In this discussion, “CA”
and “CA9” will refer to Title 70A of the current Utah code, and
“RA” and “RA9” will refer to the revised uniform code. Be
warned that Utah often reverses the uniform subsections. £.g.,
RA §9-109(a) (1) will get translated into §70A-9a-109(1) (2)
when adopted.)

Expanded Scope of Revised Article 9
RA9 will govern many kinds of transactions and property that
are not subject to CA9.

More True Sales. Most security interests are granted in con-
sensual security agreements. CA9, however, also defines
“security interest” to include a buyer’s interest in a frue sale of
accounts or chattel paper. RA9 will expand coverage of true
sales in two significant ways:

 RA §9-102(a) (2) will broaden the definition of
“accounts.” (£.g., software license fees are currently “gen-
eral intangibles” that can be sold outside of CA9, but they
will become “accounts” whose sale is governed by RA9).

 RA9 will also cover most true sales of promissory notes
and payment intangibles. A “payment intangible” is any
“general intangible under which the account debtor’s princi-
pal obligation is a monetary obligation.” The impact of this

Volume 13 No.4

change is lessened by provisions for automatic perfection of
such sales. (RA §1-201(37), §9-102(a) (61), §9-109(a) (3)
and §9-309(3)-(4). But see RA §9-109(d) (4)-(7) except-
ing certain sales from RA9).

Deposit Accounts. RA9 will govern security interests in
deposit accounts — except in consumer transactions. (E.g., RA

§9-104 and §9-109(d) (10) (4) & (13)).

Commercial Tort Claims. RA9 will govern security interests
in “commercial tort claims.” If the claimant is an individual, the
claim must not include damages for personal injury or death.

(RA §9-102(2)(13) and §9-109(d) (12)).

Supporting Obligations. RA9 explicitly states that attachment
and perfection in certain original collateral automatically
extends to any “supporting obligation” for that collateral. (£.g.,
perfection in accounts will also be perfection in any personal
guarantees for those accounts). “Supporting obligations” are
letter of credit rights or other secondary obligations such as
guarantees, certain insurance policies, and even liens on real
estate. The original “supported” collateral must be accounts,
chattel paper, documents, general intangibles, instruments, or
investment property. (RA §9-102(a)(77), §9-203(f), §9-
308(d) and §9-310(b) (1)).

Consignments. RA9 will govern most true consignments
(whereas CA9 only covered consignments intended as security).
Consignments will be deemed purchase money security inter-
ests in inventory. (£.g., RA §1-201(37), §9-102(a) (20),
§9-103(d), §9-109(a) (4) and §9-319. Article 2’s §2-326 will
also be amended accordingly.)

Agricultural Liens. RA9 adds provisions governing “agricul-
tural liens” on farm products where such liens are statutory, do
not require possession for effectiveness, and secure obligations
for goods, services or rent relating to a debtor’s farming opera-
tions. (£.g., RA §9-102(a) (5), §9-302 and §9-310(a)). This

m..mmmmm




author has not identified any qualifying agricultural lien statutes
in Utah.

Miscellaneous. RA9 will also:

* Govern security interests in “health care insurance receiv-
ables,” an exception to CA9's and RA9’s exclusion of insurance
claims. (RA §9-102(a) (2), (46), and §9-109(d) (8)).

e Govern security interests granted by governmental debtors,
unless such interests are specifically governed by another
statute. (RA §9-109(c) (2)-(3)).

e Create 2 new subcategory of collateral called “electronic
chattel paper.” (£.g., RA §9-102(a)(31), §9-105 and §9-
314).

* Distinguish between “software” that retains its identity as
software (deemed a general intangible), and software that is
embedded in goods (deemed goods). (RA §9-102(a) (42),
(44) & (75)).

* Expand and clarify the scope of “proceeds” of collateral.
(RA §9-102(a) (64) & Off. Comm. 13).

Attachment

Basic Elements. RA9 §9-203 follows the framework of CA9
§9-203 for attachment, but with subtle changes: (1) value must
be given, (2) the debtor must have rights in “or the power to
transfer rights in” the collateral, and (3) one of the following
evidentiary conditions must be met:

(2) The debtor “authenticates” a security agreement. (All of
RA9 generally speaks of “authenticated records” rather than
“signed writings” in order to accommodate electronic trans-
actions and record keeping. See RA §9-102(a) (7) & (69)
and Off. Comm. 9.)

(b) The secured party obtains “possession” of the collateral.
(But see modified meaning in “Perfection By Possession,”

infra.)

(c) The secured party obtains “control” of deposit account,
electronic chattel paper, investment property or letter of
credit rights collateral. (CA9 limited the role of control to
investment property. See also “‘Pertection By Control,” infra.)

Collateral Description. RA §9-108 provides safe harbors for
how security agreements may describe collateral (e.g., by Arti-
cle 9 “type” of property). More detail than type, however, is
required for commercial tort claims, consumer goods, and
certain consumer investment property. “Supergeneric” collat-
eral descriptions (e.g., “all the debtor’s personal property”) are

barred in security agreements but allowed in financing state-
ments. (Compare RA §9-108(c) to §9-504(2)).

After-Acquired Property Clauses. These clauses are gener-
ally authorized, but barred as to commercial tort claims and
consumer goods. (RA §9-204).

Substituting or Adding a “New Debtor.” RA9 adds provi-
sions expressly addressing attachment (and perfection) when a
“new debtor” is substituted for an “original debtor,” or other-
wise becomes bound by an original debtor’s security
agreement. (£.g., RA §9-102(a) (56) & (60), §9-203(d)-(e),
§9-316(a) (3), §9-326, §9-506(d), §9-508 and §9-512(d)).

Ineffectiveness of Anti-Assignment Clauses. RA9 signifi-
cantly expands CA9’s limitations on contract clauses (and some
statutes) that purport to restrict debtors from selling or granting
security interests in their general intangibles, promissory notes,
letter of credit rights and health care insurance receivables. (RA
§9-401 and §9-406(d) to §9-409). These provisions should
make more types of property viable collateral, or enhance the
collateral value assigned to such property.

Perfection by Filing

The means of perfecting a security interest will remain, depend-
ing on the type of property: (i) filing a financing statement, (ii)
taking possession, (iii) taking control and (iv) automatic perfec-
tion by law. Each method, however, will undergo some change.

Expanded Scope for Perfection by Filing. RA9 will add
instruments to the types of property in which security interests
can be perfected by filing. (RA §9-312(a). CA §9-304 required
possession.) Filing will also be required for commercial tort
claims, agricultural liens, and assignments of beneficial inter-
ests in trusts. (RA §9-310).

Where to File — “Debtor Location”. One of RAQ’s biggest
changes is the general rule on where to file financing statements
(i.e., in which state). CA §9-103’s general rule is to file (i)
where the debtor is located for intangible property, and (ii)
where the collateral is located for most tangible property.
RA9’s general rule, however, will specify filing in the single state
where the debtor is located for both tangible and intangible
property. (RA §9-301(1), §9-307 and §9-501(a)).

An individual will still be located where he resides, and a gen-
eral partnership will still be located where it keeps its chief
executive office. (RA §9-307(b)). RA9, however, adds the con-
cept of a “registered organization” (Z.e., corporation, LP, LLP,
LLC, etc.). A registered organization will be located in the single
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state where it must “maintain a public record showing the
organization to have been organized.” (RA §9-102(a) (70) and
§9-307(e)). Thus, verifying the debtor’s state of organization is
critical under RA9.

Example of Debtor Location Rule for Registered Organi-
zation. A Nevada LLC grants a security interest in its inventory
and accounts. Tts chief executive office is in Idaho, but all of its
inventory is in Utah and Wyoming. The debtor has no office,
personnel or property in Nevada. Where to file?

* CA9 presently calls for three filings: (i) in Utah for inven-
tory, (i) in Wyoming for other inventory, and (ii) in Idaho
(where CA9 says the debtor is located) for accounts. CA9
does not call for filing in Nevada.

* RA9, however, will call for filing in Nevada (where RA9
says the debtor is located) for both the inventory and the
accounts. RA9 will not call for filing in Utah, Wyoming or
Idaho.

Thus, RA9 should reduce both the number of places to file, and
the number of places to search for competing security interests.
(But see “Transition Rules,” infra.) RA9 should also reduce
subsequent re-filings because a debtor is less likely to change its
state of incorporation than to move its property or chief execu-
tive office. (See RA §9-316). RA9 should also reduce erroneous
original filings because the state of incorporation is easier to
verify than where the collateral is kept or where the “chief”
executive office is located. Accordingly, both transactional effort
and litigation on filings’ effectiveness should be reduced.

Effect of Debtor Location Rule on Searches. If the debtor
changed its location in the last four months, a searching credi-
tor will also need to search for filings in that prior state. If the
debtor acquired the collateral from someone else within the last
year, a searching creditor will need to search for filings under
the name of the transferor in the state of the transferor’s loca-
tion. (See RA §9-316(a)).

Exception for Inherently Local Collateral. Fixture filings,
and filings for timber and “as extracted collateral” (z.e., oil,
gas, minerals, and related accounts) will still be made at the
county level in the state where that collateral is located. (RA §9-
301(3) (4)-(B) & (4) and §9-501(a)(1)).

Other County Filings. Those states (not Utah) which have
county filing systems for property other than inherently local
collateral are supposed to convert to central filing. (RA §9-
501(a)(2)).
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Debtor’s Exact Name is Critical. Under RA9, an effective
financing statement must state the debtor’s correct name. (RA
§9-502(a) (1), §9-503(a), and §9-506(b)). For a registered
organization, the financing statement must mirror the name
stated in the public record of the debtor’s organization (e.g.,
certificate of incorporation). (RA §9-503(a) (1)).

Failure to use the debtor’s correct name makes the financing
statement “seriously misleading” as a matter of law. (RA §9-
506(b)). The only escape hatch for saving a financing statement
with an incorrect debtor name is very narrow — the creditor
must prove that “a search of the records of the filing office
under the debtor’s correct name, using the filing office’s standard
search logic, if any, would disclose” the financing statement
with the incorrect name actually used. (RA §9-506(c)).

No one can comfortably predict which erroneous names a filing
office’s search software will pick up. (£.g., “Smith Co.” vs. “Smith |
Company”; or “Jones LLC” vs. “Jones, L.L.C.”). Thus, the debtor’s ‘
exact legal name must be carefully verified in advance of filing

or searching. While RA §9-506 imposes a harsh rule when a ‘
mistaken name is used, it also enhances the certainty of priority
for creditors who file and search using the correct name.

Secured Party’s Name. RA9 expressly allows a financing
statement to name a “representative” in lieu of the true secured
party(ies), e.g., a collateral agent for multiple creditors in a
syndicated loan. (RA §9-102(2)(72) (E), §9-502(a) (2) and
§9-503(d)). |

Who Can File — No Debtor Signature. RA §9-509 and §9- ,
510 facilitate electronic filing by eliminating the need for a |
debtor to “sign” a financing statement or amendment. The only

requirement is that the debtor has authenticated some record

that authorizes the creditor to file. Importantly, whenever a

debtor authenticates (or a “new debtor” becomes bound by) a

security agreement, the creditor is automatically authorized to

file against the described collateral and its proceeds. A creditor

is also entitled to file a financing statement naming a person

who acquires collateral from the debtor. (Penalties are imposed

under RA §9-625(e) (3) for making unauthorized filings). .

Who Can File — Debtor. RA9 empowers a debtor to make two
kinds of unilateral filings without the secured party’s consent.
First, a debtor can file a “corrective statement” if he believes
that a financing statement is inaccurate or was wrongfully filed.
A corrective statement will not affect the financing statement,
but will make a public objection in the filing office’s records.
(RA §9-518).
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Second, a debtor can file a true termination statement if the
secured creditor fails to do so when obligated by law. The ter-
mination statement will reflect that it was filed by the debtor.
Moreover, no termination statement filed by any person will
cause a financing statement to be expunged by the filing office.
Rather, both the financing statement and the termination statement
will remain of record and appear in search reports for at least 1
year after the financing statement would lapse on its own. (RA
§9-509(d) (2), §9-519(g) and §9-522). Thus, a searching
creditor (rather than the filing office) is left to decide whether
any financing statement is in fact terminated or still effective.

Creditors’ Duties to File Termination Statements. RA §9-
513 specifies when a debtor is entitled to a termination
statement. The usual circumstance is that the secured obligation
has been satisfied and the creditor has not committed to make
further advances. A creditor must generally provide a termina-
tion statement within 20 days of a debtor’s demand. Iz
consumer cases, even without a debtor’s demand, the credi-
tor must file a termination within 1 month. RA §9-625(e) (4)
imposes penalties on any creditor failing to provide a termina-
tion statement under §9-513.

Miscellaneous. RA9 will make many other changes to the filing
process that are not detailed here. (£.g., new national form for
financing statements and amendments; when the filing office
must accept tendered statements and how the statements must
be maintained; express provisions for electronic filing; and 30-
year effectiveness of financing statements for “public finance”
and “manufactured-home” transactions).

Perfection by Possession

Under RA9, possession will still perfect a security interest in
goods, instruments, money, negotiable documents, tangible
chattel paper and certificated securities. (RA §9-313(a)). Cer-
tificated securities also require “delivery” under Article 8. (/d.)
Perfection by possession is governed by the law of the state
where the collateral (not the debtor) is located. (RA §9-
301(2)). Some of the changes under RA9 are:

Letter of Credit Rights. RA9 eliminates CA9’s provision for
perfecting in letter of credit rights through possession. (See
“Perfection By Control,” infia.)

Chattel Paper. RA9 will distinguish between tangible and
electronic chattel paper. Possession (or filing) will still perfect
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for the tangible variety, but perfection in the electronic variety
will require control (or filing). (RA §9-102(a) (11), (31) &
(78), §9-312(a), §9-313(a) and §9-314(a)).

Possession Through A Third Party — Acknowledgement.
“Possession” through a third person will be narrower than under
CA9. It will no longer suffice to merely give “notice” of a secu-
rity interest to a bailee (CA §9-305). Rather, RA §9-313(c) will
require the secured creditor to obtain an authenticated record
from the third party, acknowledging that he holds the collateral
for the secured party’s benefit. Third parties are not required to
agree to requests for acknowledgements. (RA §9-313(f)).

An “acknowledgement” is not required if the creditor first
obtains actual possession of the collateral and then delivers it to
a third person with prior or concurrent notice of the security
interest. (RA §9-313(h). £.g., a mortgage warehouse lender in
actual possession can send instruments to prospective pur-
chasers for approval.) Nor is an acknowledgement required if
the third person is a true agent of the secured party (4.e., is not
a bailee or concurrent agent of the debtor. See §9-313 Off.
Comm. 3).

On the other hand, RA9’s provision for constructive possession
is broader than CA9 because RA§9-313(c) speaks of third
“persons” rather than only “bailees.”

Perfection by Control

Under CA9, control is only available for perfection in investment
property. RA9 extends control to petfection in electronic chattel
paper, letter of credit rights and deposit accounts. (RA §9-
314(a)). For each type of property, “control” has a separate
statutory definition. (RA §9-104 to §9-107). For letter of credit
rights that are not “supporting obligations,” and for deposit
accounts, control will be the sole means to perfect. (RA §9-

312(b)(1)-(2)).

Automatic Perfection

CA9 already provides automatic perfection in many instances
(e.g., purchase money security interests in consumer goods).
RA9 extends automatic perfection to (i) assignments of health
care insurance receivables when made to the health care
provider (RA §9-309(5)); (ii) security interests in “supporting
obligations” and other supporting lien rights (RA §9-308(d)-
(e)); and (jii) isolated security assignments of payment
intangibles (RA §9-309(2)).

Moreover, true sales of payment intangibles and promissory
notes will be automatically perfected. (RA §9-309(3)-(4)). Thus,
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banks can sell portfolios of notes, or participations in commer-
cial loans, without the buyers filing financing statements.

Proceeds will enjoy automatic perfection for 20 days (not 10)
under RA9, allowing more time fo re-perfect by other means.
Moreover, identifiable cash proceeds will remain automatically
perfected indefinitely, regardless of the type of original collat-
eral and regardless of whether the interest in the original
collateral remains perfected. (RA §9-315(d). Compare CA §9-
306(3)).

Purchase Money Security Interests

RA9 makes some changes to purchase money security interests.
A non-inventory purchase money lender under RA9 will have 20
days (not 10) after the debtor’s receipt of delivery to perfect by
filing and maintain priority. (RA §9-324(a) and §9-317(e)).
RA9 clarifies that purchase money interests can only be
obtained in goods and related software (RA §9-103(a) (1)),
allows cross-collateralization of successive shipments of inven-
tory to secure multiple advances (RA §9-103(b) (2)), and adds
special notice and timing rules for livestock that are similar to
those for inventory (RA §9-324(d)-(e)). Also, if a supplier and
lender both claim purchase money priority in the same collat-
eral, RA9 gives preference to the supplier. (RA §9-324(g)).

RA9 adopts the “dual status” rule and rejects the “transformation
rule” in non-consumer cases. Specifically, purchase money status
will not be lost simply because (i) purchase money collateral i
secures both purchase money and non-purchase obligations,
(if) a purchase money obligation is secured by both purchase
money and non-purchase money collateral, or (iii) the purchase
money obligation gets renewed or refinanced. (RA §9-103(f)).

Also, the interest of a consignor is deemed to be a purchase
money security interest in inventory. (RA §9-103(d)).

Priority

Generally. RA9’s priority rules generally follow those of CA9,
but are more extensive and do contain some changes. Priority
usually turns on specific facts, and surveying RA9's priority
system is beyond the scope of this discussion.

Choice of Law Governing Priority. For any given priority
question, one must distinguish between RA9’s choice of law
rules for (a) the act of perfection, (b) the effect of perfection or
nonperfection, and (c) the resulting priority. Those questions
must be answered separately in light of the type of collateral,
the location of the debtor and/or the collateral, and the method
of perfection employed. (RA §9-301 to §9-307).




Example. A Nevada LLC grants a security interest in goods it
keeps in Utah. (1) If perfection is by filing, then Nevada law
will govern the act of perfection (7.e., where to file and
whether the financing statement was adequate). Utah law,
however, will govern both the effect of such perfection and
the priority accorded to the creditor. (2) If perfection is by
keeping possession in Utah, then Utah law will govern the
act of perfection, the effect of perfection and priority.

Variable Priority. 1t will be important to remember that the
method of perfection selected may result in varying degrees of
protection. For example, RA9 will automatically perfect sales of
promissory notes, and will allow security interests in instru-
ments to be perfected by filing. Both methods of perfection,
without taking possession, will prevail over lien creditors (and
therefore bankruptcy trustees) — but priority can be lost to
subsequent purchasers or creditors who do take possession.
(£.g., RA §9-330(d)). Similarly, automatic perfection in letter
of credit rights as a “supporting obligation” is vulnerable to a
subsequent creditor that perfects by control. (RA §9-329).

Basing priority on the selected method of perfection is not
unique to RA9. (£.g., CA §9-308(a) already favors possession
by factors over permissive filing for chattel paper). Nonetheless,

RA9’s expanded options will increase the need for caution when
deciding how to perfect.

Effect of Lapsed Financing Statement. Under RA9, the lapse
of a financing statement will no longer retroactively subordinate
the security interest to a pre-lapse lien creditor. Since bank-
ruptcy trustees are deemed lien creditors, this is a powerful
change in favor of secured creditors. RA9 retains CA9's retroac-
tive subordination to pre-lapse purchasers for value. (RA
§9-515(c). Compare CA §9-403(2)).

Free Transfer Of Funds Out Of Debtor’s Deposit
Accounts. RA §9-332 will state that “a transferee of funds from
a deposit account takes the funds free of a security interest in
the deposit account” — unless the transferee acts in collusion
with the debtor to violate the secured party’s rights.

Double Debtor. RA9 also explicitly addresses priority in the
“Double Debtor Problem,” i.e., when a debtor acquires property
that is already subject to a security interest created by another
debtor. (RA §9-325. See discussion of “New Debtor,” supra).

Enforcement
RA9 significantly expands upon CA9’s rules for enforcing secu-
rity interests (28 sections rather than 7). Without surveying all
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of RA9’s enforcement scheme, some of the most noteworthy
provisions are below.

Enforcement Against Third Parties Generally. RA9 allows
secured parties to directly pursue third party obligors on collat-
eral generally (7.e., not just “account debtors” and obligors on
instruments. RA §9-607(a) (1) & (3). Compare CA §9-502).
Expenses and attorneys fees incurred to collect from the third
parties can be deducted from the collection proceeds as a
matter of statutory right. (RA §9-607(d). That section does not
grant a right to fees for collecting from the debtor or the
obligor. Those fees are still left to the parties’ agreement. RA
§9-608(2) (1) (A) and §9-615(a) (1)). A creditor may also
apply funds from a deposit account, in which it is perfected by
control, directly to the debtor’s indebtedness. (RA §9-
607(a)(4) & (5)).

Enforcing Third Party Mortgages. To facilitate pursuit of a
third party obligor, RA §9-607(b) empowers a secured creditor
to non-judicially enforce the debtor’s rights in a “mortgage.”
Example: X executes a note and trust deed to Debtor. Debtor
later borrows from Secured Party and posts X's note as collat-
eral. X fails to repay Debtor, and Debtor fails to repay Secured
Party. RA9 allows Secured Party to record with the county
recorder both (i) a copy of its security agreement, and (ii) a
sworn recordable statement that a default has occurred.
Secured Creditor can thereby become an assignee of record of
the trust deed and direct a nonjudicial foreclosure.

Acceptance of Collateral in Full or Partial Satisfaction.
RA §9-620 allows partial satisfaction (not just full satisfaction) in
cases of “strict foreclosure.” Partial satisfaction, however, requires
the debtor’s express consent, and is prohibited in consumer
cases. As in CA9, if full satisfaction is proposed, the debtor’s
consent may be either express or implied by his failure to timely
object. RA9 eliminates the requirement that the secured party
be in possession (except in consumer cases), and thereby
clarifies that intangible property can be strictly foreclosed.

RA §9-620 and §9-621 expand and detail the rules on how a
creditor may propose a strict foreclosure, to whom the pro-
posal must be sent, and how parties may object. A strictly
foreclosing creditor obtains the collateral free of junior inter-
ests. (RA §9-622).

To prevent an obligor from claiming a constructive strict fore-
closure, no foreclosure will be found unless the secured
creditor (i) authenticated a record consenting to acceptance of
the collateral, or (ii) sent the debtor a proposal to accept the
collateral. Thus, neither a delay in disposition, nor a creditor’s

Volume 13 Mo 4

mere acceptance of possession, will constitute a strict foreclo-

sure. (RA §9-620(b) (1)).

Notice Before Disposition. RA §9-611(c) will require that
notice of intended disposition be sent to (i) the debtor and (ii)
any secondary obligor. In non-consumer cases, notice must
also go to (iii) any person that has notified the secured creditor
that he claims an interest in the collateral, (iv) any secured
party with a properly filed and indexed financing statement, and
(v) any secured party who perfected under specified statutes,
regulations or treaties (e.g., automobile title statutes). Thus,
creditors will want to conduct searches before giving notice.
For identifying creditors with filed financing statements, RA §9-
611(e) grants safe harbor protection to a creditor that requests
and relies on a search report. Significantly, RA §9-

611(c) (3) (B) calls for notice to @/l (not just junior) creditors
with filed financing statements.

Note that, under RA9’s new definitions, not all “obligors” are
“debtors.” A primary obligor is not entitled to notice unless he
is also a debtor. A “debtor” is someone with an ownership
interest in the collateral. (RA §9-102(a) (28) (4), (59) & (71).
Compare to CA §9-105(1) (d)). Example: X borrows money
and signs an unsecured note, Y executes a personal guarantee,
and 7 makes a non-recourse accommodation pledge of collat-
eral. X is the primary “obligor”; Y and Z are each “secondary
obligors”; Z is neither a primary nor secondary obligor; but Z is
the only “debtor.” In a foreclosure of Z's property, both Y and Z
are entitled to notice of intended disposition, but X is not.

RA §9-612 provides a new safe harbor (in non-consumer
cases) that sending notice 10 days before disposition is com-
mercially reasonable. Safe harbor forms of notice are set out in
RA §9-613 (non-consumer cases) and RA §9-614 (consumer
cases). The notice must state that the debtor is entitled to an
accounting of the unpaid debt, and the charge for any such
accounting.

Noncash Proceeds. RA §9-615(c) acknowledges that the
purchase price at foreclosure need not be cash (e.g., the credi-
tor can take a note from the buyer). The creditor is not
required to apply noncash proceeds to the debt until they are
liquidated (unless failure to make earlier application would be
commercially unreasonable).

Deficiency or Surplus in Non-Complying Dispositions:
“Rebuttable Presumption” Rule. RA §9-626 governs the
deficiency or surplus if a foreclosing creditor fails to comply
with RA9’s rules. If the debtor raises the issue, and the secured
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party fails to prove compliance, RA9 makes a rebuttable pre-
sumption that a complying disposition would have generated
proceeds equal to the secured debt (i.e., no surplus or defi-
ciency). The secured party, however, is entitled to prove that
even a complying disposition would have yielded a sum less
than the debt. RA9 thereby rejects the “absolute bar” and “off-
set” rules applied by some courts under CA9. (Noncompliance
in consumer cases, however, is excluded from §9-626 and left
to the courts.)

Deficiency or Surplus After Disposition to a “Related
Party.” An issue of fair price may arise if a disposition is proce-
durally correct but made to the secured creditor itself, to a
“person related to the secured party,” or to a secondary obligor.
If the actual proceeds are found to be “significantly” less than
disposition to an unrelated party would have generated, RA9
will recalculate the surplus or deficiency on the basis of a theo-
retical arms-length disposition. (RA §9-615(f) and

§9-626(2) (5)).

Explanation of Deficiency or Surplus (Consumer Cases).
In consumer cases, RA §9-616 requires the foreclosing creditor
to send an “explanation” to the “obligor” of any deficiency, or
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tion of collateral wsl/ carry with it “the warranties relating to
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tion of law accompany a voluntary disposition of property” of
that kind. Implied warranties of merchantability and fitness for
particular purpose may also arise. Thus, foreclosing creditors
will ordinarily wish to affirmatively disclaim all warranties. (RA
§9-610(d)-(f) and Off. Comm. 11).

Transfer Statement. RA §9-619 empowers a foreclosing
creditor to issue a “transfer statement” to the acquiring party.
That statement entitles the acquiring party to become a trans-
feree of record in any official filing, recording, registration or
certificate of title system. The official responsible for that system
must accept the transter statement and amend the system’s
records accordingly. Also, a secured creditor can first transfer
title to itself in order to facilitate the foreclosure, and such
transfer alone will not constitute an Article 9 disposition.
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Penalties and Exculpatory Provisions. RA9’s sets out new
penalties (e.g., RA §9-625 and §9-626(a) (3)-(5)) and excul-
patory provisions (e.g., RA §9-605, §9-611(e) and §9-628) for
creditors who violate RA9’s rules.

Transition Rules

Generally. RA9 will generally govern all transactions within its
(expanded) scope, even those that close before RA9's July 1,
2001 effective date. However, transactions that were outside the
scope of CA9 when entered into may be completed or enforced
under either RA9 or CA9. RA9 will not affect cases ot proceed-
ings filed before its effective date. (RA §9-701 and §9-702).

RA9 will also generally determine the priorities of conflicting
claims, unless the relative priorities were “established” before
RA’s effective date. (RA §9-708).

Attachment and Perfection After RA9 Takes Effect. RA §9-
703 to RA §9-707 address survival of attachment and perfection
after RA9’s effective date in a series of scenarios. The applicable
transition rule depends on a series of questions. (Was the secu-
rity interest attached, perfected, or both, prior to July 1, 2001?
Was perfection under CA9 effected by filing or by other means?
Was the filing state specified by CA9 the same as the filing state
specified by RA9?) The statutes for each specific scenario should
be consulted, but the following general rules can be discerned.

a. Attachment. Valid attachment under CA9 as of RA9’s effec-
tive date will automatically continue for 1 year (7.e., from July 1,
2001 until June 30, 2002). If the mode of attachment under
CA9 also satisfies RA9’s rules, then attachment will continue
indefinitely. If the mode of attachment under CA9 does not
satisfy RA9’s rules, the creditor must comply with RA9 by June
30, 2002 or attachment will expire on that date. (£.g., a security
agreement claiming “all securities accounts” of a consumer will
validly attach under CA9 but not RA9. The creditor must get a
new security agreement describing the collateral by more than
type by June 30, 2002).

b. Perfection (Except By Filing). Valid perfection under
CA9 as of July 1, 2001 will automatically continue under RA9 for
1 year. If the mode of perfection under CA9 also meets RA9’s
perfection rules, perfection will continue thereafter. If the mode
of perfection under CA9 does not satisty RA9’s rules, the credi-
tor must re-perfect under RA9 by June 30, 2002 or perfection
will expire on that date. (£.g., sending notice to a bailee is
perfection by possession under CA9 but not RA9. The creditor
must file a financing statement, or obtain that bailee’s acknowl-
edgement, by June 30, 2002).
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c. Attached and Perfected By Filing Under CA9 — When
Both CA9 and RA9 Call For Filing In The Same Filing
Office. No action is required if the financing statement filed
under CA9 before the effective date also satisfies RA9 (i.e.,
correct filing office, debtor name and collateral description).
The creditor should simply file a continuation statement when it
would otherwise do so. Also, that continuation statement should
conform to RA9’s new categories of property (e.g., RA redefines
some CA9 general intangibles to be “accounts”).

d. Attached and Perfected By Filing Under CA9 — But
CA9 and RA9 Specify Different Filing Offices. If a financ-
ing statement was filed in the correct CA9 state, but RA9
specifies a different state, take heart. Perfection will continue
until the earlier of (i) the CA9 filing’s ordinary lapse date, or
(ii) 5 years after RA9’s effective date. Pending RA9’s effective
date, the CA9 filing should be renewed with a continuation
statement when appropriate in the CA9 state.

After July 1, 2001, continuation statements cannot be filed in the
CA9 state. Rather, RA §9-706 and §9-707 empower the creditor
to file an “initial financing statement” in the new RA9 state. In
essence, the CA9 filing gets transferred to the RA9 state, and its
effectiveness is renewed for another 5 years. That filing in the
RA9 state can be made before or afier RA9 becomes effective,
before or during the ordinary 6 month window for filing contin-
uation statements, and without the debtor’s consent. To keep the
CA9 filing’s priority date, the filing in the RA9 state must (i)
represent that the CA9 filing is still effective, and (ii) identify the
original CA9 filing’s state, date, file number, and last continua-
tion. Also, the filing in the RA9 state should conform to RA9’s
new categories of property (e.g., RA9 redefines some CA9 gen-
eral intangibles to be “accounts”).

e. Enhanced Searching Burden During The 5-Year Tran-
sition Period. Because CA9 filings can remain valid for up to 5
years after RA9's effective date, the burden of searching for
adverse interests will temporarily increase: until June 30, 2000,
creditors will need to search the filing offices specified in both
CA9 and RA9.

f. Other. Other rules govern (1) if an interest is attached but
unperfected as of July 1, 2001, or (2) if an interest is not
attached as of July 1, 2001 but an act of perfection complying
with RA9 was taken before that date (e.g., a pre-filed RA9
financing statement).
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by David R. McKinney

One bright spring morning, Bill, a new client, walks into
your office and announces “I've got a great new computer idea!
It's going to revolutionize internet commerce, and make mil-
lions!” With dollar signs in his eyes, Bill explains that he is
ready to quit his job, mortgage his house, and asks you to help
him get his business going. After you get him to take a deep
breath and slow down, what do you tell him? What should Bill
know before he steps into the abyss?

Some time later, Sharon, one of your corporate clients, comes
to you and explains that one of her researchers has devised a
new surgical device. However, she will need a large chunk of
capital and a couple of years to develop and market it. Even if
she succeeds, the 800 pound gorillas in the industry are likely
to jump on it, and squeeze her right out of the business. How do
you advise Sharon? How can she protect her new product while
she gears up for production?

Among other things, Sharon and Bill clearly need some advice
about patenting their inventions. As a non-patent attorney, you
can be of help here if you have some basic knowledge of patent
law.' Then, when you ultimately refer your client to a patent
attorney, they will be that much farther ahead. Given the perva-
sive influence of technology in today’s society, every attorney
ought to understand some of the basics of patent law. Moreover,
a wide variety of clients, whether individuals, start-ups, or estab-
lished corporations, may miss valuable opportunities, or worse,
blunder into costly patent infringement if not properly advised.
This article will present some of the basic principles of U.S.
patent law, and provide guidance which all attorneys can use to
their clients’ benefit.

What is a Patent?

Patents are a species of intangible personal property. As with
other forms of property, patents can be bought, sold, licensed for
others’ use, and used as collateral for debts. Also like other types
of property, patent ownership is generally characterized as a
collection of exclusive rights. These rights comprise the right to
exclude all others, for a specified term of years, from making,
using, or selling in the U.S., or importing into the U.S. for sale,
an invention disclosed and claimed in an issued patent.? When
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the patent term expires, the invention passes into the public
domain, and the exclusive rights terminate. Patents are thus
often characterized as a limited statutory monopoly,’ though some
academics and jurists strongly object to that characterization.

Types of Patents

There are two primary types of patents: design patents and
utility patents. Design patents cover “‘any new, original, and
ornamental design for an article of manufacture.” They do not
cover the functional or useful features of the article, but only
provide the owner with the right to exclude others from mak-
ing, using, or selling the same product with the same design.
Design patents are typically used to cover such things as stylish
consumer products, where the ornamental features are consid-
ered important. For example, the design and appearance of the
semi-transparent case of Apple’s new iMac computer is covered
by a design patent.® Because their coverage is limited, design
patents are relatively inexpensive and easy to obtain.

However, what most patent seekers want is a utility patent. A
utility patent covers the functional features of an invention,
regardless of their form. It covers any embodiment of the inven-
tion that has the claimed functional elements, regardless of
what else it includes. Because the coverage is thus broader,
utility patents are more expensive and difficult to obtain, but
more valuable.” Accordingly, the remainder of this article will
deal exclusively with utility patents.

Basis of U.S. Patent Law
The United States patent system is authorized by the U.S. Consti-
tution, which declares that “Congress shall have power . . . to
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promote the progress of science and useful arts, by securing for
limited times to . . . inventors the exclusive right to their respec-
tive . . . discoveries.” The first U.S. patent law was enacted in
1790. The current law is based upon the Patent Act of 1952.% All
patent acts, from 1790-to the present, have sought to promote
innovation by granting a limited period of exclusive rights in an
invention in exchange for full public disclosure. This quid pro
quo seeks to strike a balance between self interest and public
benefit. The lure of exclusive rights encourages innovation,
while the duty of public disclosure speeds the publication of
useful information and discoveries, allowing inventors to build
upon the ingenuity of others.

Patentable Subject Matter

When seeking a U.S. patent, the first hurdle is to present
patentable subject matter. The patent statutes allow patent pro-
tection for any “new and useful process, machine, manufacture,
or composition of matter, or any new and useful improvement
thereof . . .”* This broad language “include[s] anything under
the sun that is made by man.”"" Naturally, it follows that things
not made by man are generally unpatentable: the laws of nature,
physical phenomena, and abstract ideas themselves are not

‘ patentable because they are “manifestations of . . . nature, free

to all men and reserved exclusively to none.”"” For example, “a
new mineral discovered in the earth or 2 new plant found in the
wild is not patentable subject matter. Likewise, Einstein could
not patent his celebrated law that E=mc’; nor could Newton
have patented the law of gravity.”"*

The Requirements for Patentability

If an invention presents facially patentable subject matter, it
must also be new, useful, and non-obvious to earn a patent."
Federal statutes and a large body of case law explain exactly
what is meant by these requirements.

1) Novelty. The statutory language quoted above includes the
qualifier that the invention must be “new.” This novelty require-
ment is described in detail in 35 U.S.C. §102. Generally, a
person will be entitled to patent protection for his or her inven-
tion unless it “was known or used by others” in the U.S. before
invention by the inventor, or was “patented or described in a
printed publication” anywhere, more than one year prior to the
person’s patent application date.” Prior patents, printed publi-
cations, or other evidence of prior inventions are called “prior
art,” and the novelty requirement is usually restated in the
negative: to be patentable, a claimed invention cannot have
been anticipated by the prior art.
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Each patent document comprises two major parts; a specifica-
tion, which includes a detailed explanation of the invention and
its various embodiments, and a set of one or more numbered
claims. The claims are the heart of the patent, and define the
scope of the patent rights. Each claim is a single sentence which
follows “What is claimed is,” or equivalent language, and then
states in detail the exact invention for which legal protection is
claimed. For example, a patent claim for a pencil might read:

What is claimed is:

1. A marking instrument comprising:
an elongate body configured for grasping by a user;
and
an elongate shaft of graphite disposed within the elon-
gate body, whereby a user may make marks on a
surface by exposing a portion of the graphite shaft and
manipulating the elongate body so as to press and
draw the graphite along the surface.

As this example demonstrates, patent claims use unusual lan-
guage. This odd langnage has developed because of the need
for clear, specific verbal description of the invention. A patent
applicant is under the obligation to explicitly verbally claim his
invention in such a manner that it is clear what the invention is,
and what it is not. Because the scope and validity of the patent
will hang upon the claim language, using just the right words is
critical. Not surprisingly, a patent is considered to be “one of
the most difficult legal instruments to draw with accuracy.”*

When determining whether an invention is novel, a patent
examiner (or a court in a patent lawsuit) will look at the claims
to determine whether the prior art anticipates any of them. If
each and every element of a claim is found in a single prior art
reference, the claim is considered anticipated."” Because pen-
cils having the elements described above are well known, the
sample claim above is probably not novel, and hence
unpatentable.

2) Utility. In addition to the list of things considered
unpatentable per se, there is also a utility requirement: to be
patentable the invention must be “useful.”*® This requirement is
very minimal. To be useful, an invention simply must be capable
of accomplishing at least one of its stated purposes.” It need not
be the best or only way to accomplish a certain result, and it
need only be useful to some extent and in certain applications,
but it must be useful in some way.*

While the utility requirement is easily satisfied in most cases,
there are some purported inventions which fail it. Patent appli-
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cations for perpetual motion machines — supposed devices
which create more energy than is put into them from all
sources — are summarily rejected by the patent office because
they cannot work, at least according to all known natural laws,
and no one has ever produced one that does.” Likewise, sup-
posed inventions for expanding a person’s powers of ESP* for
reversing aging,” for drawing electrical energy out of the ether,™
or similar “incredulous inventions” are unpatentable without
proof that they actually work.

3) Obviousness. Even if the exact invention is not identically
disclosed somewhere under § 102, patent protection is still not
available “if the differences between the subject matter sought
to be patented and the prior art are such that the subject matter
as a whole would have been obvious at the time the invention
was made to a person having ordinary skill in the art to which
such subject matter pertains.” This is the obviousness require-
ment, and is usually the most difficult hurdle to clear.

Because of the difficulty in defining what is “obvious,” Congress
has never sought to codify a set of rules for obviousness.
Instead, at the initial urging of Thomas Jefferson, this task was
left to the courts.” Under current legal standards, for an inven-
tion to be obvious in light of prior art references, three basic
criteria must be met. First, there must be some suggestion or
motivation, either in the prior art references themselves or in
knowledge generally available to one of ordinary skill in the art,
to modify a given reference or to combine the teachings of
several references. Second, there must be a reasonable expecta-
tion of success. Third, the prior art reference or references
must teach or suggest all the claim limitations.”

There are some other general rules which help give guidance as
to what is obvious. A new use for a known invention is generally
not patentable” — it is considered obvious to try to use known
things in new ways. A change of material or color is also gener-
ally not patentable,” nor is a change of shape.” There are
exceptions to each of these rules, and through creative strate-
gies a skilled patent attorney or agent can frequently obtain
some measure of protection for inventions which appear at first
glance to be obvious. Nevertheless, these general rules still
survive today in some form.

In light of the general rules of obviousness, suppose that a
pencil with lead having a square cross section had never been
made. If the above example of a claim for a pencil were
changed to specify “the graphite shaft having a substantially
square cross section,” this change would probably not make the
invention patentable. It would be considered obvious because




all that has happened is a change of shape, which is not
patentable unless it offers some unique functional benefit.

Other Considerations

1) Prior Public Use or Sale. In addition to detailing the
novelty requirement for U.S. patents, 35 U.S.C. §102(b) also
imposes a condition known as the “on-sale bar.” “A person shall
be entitled to a patent unless — . . . (b) the invention was . . . in
public use or on sale in this country, more than one year prior
to the date of the application for patent in the United States.”'
This statute presents a sort of two-edged sword. On the one
hand, unlike most other nations, inventors can sell their inven-
tion in the U.S. for up to a year before filing an application for a
patent, without losing U.S. patent rights. This allows them a
window to test the market or generate revenue before deciding
whether to go to the trouble and expense of seeking a patent. It
also reduces the burden on the PTO for the same reasons. On
the other hand, once the invention has been on the market for
more than a year, all possibility of patenting it is forever lost.

2) Prior Disclosure. The on-sale bar”notwithstanding, most
foreign nations have an “absolute novelty” requirement. That is,
if an invention has been known, used, on sale, etc. anywhere
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before a patent application was filed, it is unpatentable. Conse-
quently, @y publication or disclosure of the invention prior to
filing a patent application can make the invention unpatentable
abroad. Such simple actions as publishing a brochure, or dis-
playing the invention at a trade show may be sufficient to
eliminate foreign patent rights under this rule.

3) Inventorship. Finally, under U.S. patent law, only the origi-
nal and first inventor of an invention may apply for and receive
patent protection.”” When a patent application is filed in the
PTO, it must be accompanied by a signed oath or declaration
stating that the applicant is the true inventor. The filing of a
patent application with an oath or declaration by anyone other
than the true inventor, with deceptive intent, constitutes
inequitable conduct, and makes any patent granted thereon
unenforceable, and may subject one to criminal penalties.” This
provision of U.S. law should help allay the common fear that
someone can steal an invention and rush to the patent office
ahead of the actual inventor.

Conclusion
The entire procedure for obtaining a patent is too involved to be
explained here, and is part of the raison d’etre for patent attor-
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neys. Nevertheless, based upon the above basic principles of
patentability, here is a list of legal and business questions that
you might pose to Sharon and Bill, or any client to help advise
them at the outset:

» What does this invention actually do?
e What is it about this invention that is new?

* Is this invention merely an improvement on something
known? If so, is the improvement truly novel?

¢ Would someone who is knowledgeable about these sorts
of things think your invention is obvious?

* Has this invention already been in public use or on sale
for more than a year?

* [s there a significant foreign market for this invention? If
so, and you desire foreign patent protection, has there
been any publication or public disclosure of the invention
at any time?

* Who is the true inventor? Did you come up with it yourself,
or did you get the idea or part of it from someone else?

» How much is this invention expected to be worth in the
marketplace, in light of the cost of patenting it?

e Who will want to buy it?

¢ How long is this invention likely to be valuable in the
marketplace, in light of the time required to patent it?

The answers to these questions should help your client focus on
the critical issues that determine whether they have something
that is protectable under U.S. patent law. If so, the resulting
patent may be extremely valuable, whether for the price it
brings on the market, or for the exclusive rights it offers to the
applicant, an assignee, or licensee. The next step is probably to
refer them to a registered patent attorney. But as a non-patent
attorney, you can help guide Bill and Sharon before they gamble
with their future.

lNaturally, a lawyer is always required to “provide competent representation,” which
presumes adequate “legal knowledge, skill, thoroughness, and preparation reasonably
necessary for the representation.” Ura R. Pro Conp. 1.1, As one of few formal legal
specialties, only those with an engineering or science degree (or the equivalent) can
take the “Patent Bar” exam and practice before the U.S. Patent and Trademark Office.
However, any attorney can handle patent litigation and advise about many aspects of
patent law if competent and knowledgeable in the field.

Z5ee 35 US.C. §271. Utility patents are valid for a term of twenty years measured from
the filing date of the patent application. See 35 U.S.C. §154 (b). Design patents are valid
for a term of fourteen years from the date of issuance. See 35 U.S.C. §173.

3See, e.g. Sears Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 229 (1964) (Black, J.)
(“The grant of a patent is the grant of a statutory monopoly.”)
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dgge e.g. Carl Schenck, A.G. v. Nortron Corp., 713 E2d 782, 786 1.3, (Fed. Cir. 1983)
(“A patent, under the statute, is property. 35 U.S.C. §261. Nowhere in any statute is a
patent described as a monopoly. . . . It is but an obfuscation to refer to a patent as ‘the
patent monopoly’ or o describe a patent as an ‘exception to the general rule against
monopolies.”).

5See 35 US.C. §171.
615, Pat. No. Des. 413,105 (issued Aug. 24, 1999).

TThe total cost of obtaining a utility patent using the services of a registered patent
attorney typically ranges from $7,000 to $10,000 minimum, depending on the nature
and complexity of the invention.

8U.S. Consr. Arr, I, §8, cr. 8 (original capitalization omitted).
9Iodified at 35 US.C. §§1-376.
1035 ys.c. s101.

Usee State Street Bank & Trust Co. v, Signature Financial Group Inc., 149 E3d
1368, 1373 (Fed. Cir.), cert denied, 525 U.S. 1093 (1998).

L2 Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980).

134

Ysee Bonito Boats Inc. v. Thundercraft Boats Inc., 489 US. 141, 150 (1989).
1555 us.c. g102.

Loropiifru. Topiiff; 145 US. 156, 171 (1892).

see Verdegaal Bros. v. Union 0il Co. of California, 2 U.S.PQ.2d 1051, 1053 (Fed.
Cir. 1987).

1835 y.s.c. §101.

195ee Carl 7eiss Stiftung v. Renishaw plc, 20 U.S.2Q,2d 1094, 1100 (Fed. Cir. 1991).
20gg¢ id,

21.S‘ee, e.g., Bx Parle Payne, 1904 Comm'n Dec. 42; Newman v. Quigg, 877 F2d 1575,
1581 (Fed. Cir. 1989) (upholding a district court’s ruling that an invention claiming an
“Energy Generation System Having Higher Energy Output Than Input” was unpatentable
for lack of utility).

228ee Pubarich v. Brenner, 415 £2d 979 (D.C. Cir. 1969).

23See In re Eltogroth, 419 2d 918 (C.CPA. 1970).

200 I ve Perrigo, 48 E2d 965 (C.C.PA. 1931).

2535 U8.C. §103.

ZGJefferson, Thomas, Letter to Isaac McPherson (Aug. 1813), in VI WRITINGS OF THOMAS
JErFERSON, 180, 181-82 (Washington ed.).

27 S0e n re Vaeck, 947 E2d 488 (Fed. Cir. 1991); see also M.PE.P §706.02(j).

28500 Jefferson, Letter to Isaac McPherson, note 26 supra, at 181 (“[A] machine of
which we are possessed, might be applied by every man to any use of which it is
susceptible.™)

25ee id. (“A] change of material should not give title to a patent. As the making of a
ploughshare of cast rather than of wrought iron; a comb of iron instead of horn or of
ivory...”)

30see id. a1181-82 (“[A] mere change of form should give no right to a patent, as a
high-quartered shoe instead of a low one; a round hat instead of a three-square; or a
square bucket instead of a round one.”).

3135 yS.c. §102.
3250 35 US.C. §§101, 115, 116,

33560 Burroughs Wellcome Co. v. Barr Lab., Inc., 40 R3d 1223 (Fed. Cir. 1994); 37
C.ER. 1.56 (1996); 18 U.S.C. §1001 (federal false statement statute).
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State Bar News "

Commission Highlights

During its regularly scheduled meeting March 9, 2000, held in
St. George, the Board of Bar Commissioners received the fol-
lowing reports and took the actions indicated:

1. After review and discussion, the Commission approved the
minutes of the January 28, 2000 meeting as amended.

2. Charles R. Brown discussed the Task Force on Bar Gover-
nance and Ex Officios, Access to Justice Foundation/ and
Justice for all”, status of Bar Delegates to the ABA House,
reviewed the status of MDP Task Force and the Utah Elec-
tronic Law and Commerce Partnership.

Mailing of Licensing Forms

The licensing forms for 2000-2001 will be mailed during the
last week of May and the first week of June. Fees are due July 3,
2000, however fees received or postmarked on or before
August 1, 2000 will be processed without penalty.

It is the responsibility of each attorney to provide the Bar with
current address information. This information must be submit-
ted in writing. Failing to notify the Bar of an address change
does not relieve an attorney from paying licensing fees, late

2000 Annual Meeting Awards

The Board of Bar Commissioners is seeking nominations for the
2000 Annual Meeting Awards. These awards have a long history
of honoring publicly those whose professionalism, public ser-
vice and personal dedication have significantly enhanced the
administration of justice, the delivery of legal services and the
building up of the profession. Your award nomination must be
submitted in writing to Maud Thurman, Executive Secretary, 645
South 200 East, Suite 310, Salt Lake City, Utah 84111, no later
than Thursday, April 27, 2000. The award categories
include:

1. Judge of the Year.

2. Distinguished Lawyer of the Year

3. Distinguished Young Lawyer of the Year

4. Distinguished Section/Committee

5. Distinguished Non-Lawyer for Service to the Profession.
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3. Gary Sackett reviewed Ethic Opinions 00-01, 00-02, and 00-
03. After discussion, the Commission voted to adopt all three
opinions.

4. John T. Nielsen and David Bird gave the final legislative report.
5. The Bar approved the Unauthorized Practice of Law complaint.

A full text of minutes of this and other meetings of the Bar Com-
mission is available for inspection at the office of the Executive
Director.

fees, or possible suspension for non-payment of fees. You may
check the Bar’s web site to see what information is on file. The
site is updated weekly and is located at www.utahbar.org.

If you need to update your address please submit the
information to Arnold Birrell, Utah State Bar, 645 South
200 East, Salt Lake City, Utah 84111-3834. You may also
fax the information to (801) 531-0660.

Notice of Proposed Amendments
to Rules for Integration

The Utah Bar Commission is proposing several amendments to
the Supreme Court Rules for Integration and Management of
Utah State Bar to formalize proposals made by the Court’s 1991
Task Force on the Management and Regulation of the Practice
of Law and to update policies. Copies of the proposals are avail-
able for comment on the Bar’s web site, at the Bar offices, or
may be mailed upon request. Contact Maud Thurman, Utah
State Bar, 645 South 200 East, Salt Lake City, Utah 84111. Com-
ments should be received by May 1, 2000.




UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH

PUBLIC NOTICE

REAPPOINTMENT OF INCUMBENT FULL-TIME
UNITED STATES MAGISTRATE JUDGE

The current term of United States Magistrate Judge Samuel
Alba, serving at the Salt Lake City headquarters of the United
States District Court for the District of Utah, will expire on
October 15, 2000. The Gourt is required to establish a panel
of citizens to consider the reappointment of the magistrate
judge to a new eight-year term as provided by law.

The duties of a full-time magistrate judge include the conduct
of preliminary proceedings in criminal cases, the trial and
disposition of misdemeanor cases, the handling of civil mat-
ters referred by the Court, and the conduct of various
pre-trial matters as directed by the Court.

Comments from members of the Bar and the public are
invited as to whether incumbent full-time United States Magis-
trate Judge Samuel Alba should be recommended by the
panel for reappointment by the Court. All comments will be
treated confidentially. Comments should be directed to:

Markus B. Zimmer
Clerk of Court
United States District Court
Suite 120, United States Courthouse
350 South Main Street
Salt Lake City, Utah 84101

Comments must be received no later than Friday, June 2, 2000.

Ethics Opinions Available

The Ethics Advisory Opinion Committee of the Utah State
Bar has produced a compendium of ethics opinions that is
available to members of the Bar in hard copy format for
the cost of $20.00, or free of charge off the Bar’s Website,
www.utahbar.org, under member benefits and services. For
an additional $10.00 ($30.00 total) members will be
placed on a subscription list to receive new opinions as
they become available during the current calendar year.

Ethics Opinions Order Form

Quantity Amount Remitted
Utah State Bar
Fthics Opinions

($20.00 each sef)

Ethics Opinions/

Subscription list

($30.00 both)
Please make all checks payable to the Utah State Bar
Mail to: Utah State Bar Ethics Opinions, ATTN: Christine Critchley
645 South 200 East, Suite 310, Salt Lake City, Utah 84111.

Name

Address

City State Zip

Please allow 2-3 weeks for delivery.

Utah State Bar Ethics Advisory
Opinion Commitiee

Opinion No. 99-03R
(Approved October 29, 1999)

On May 28, 1999, the Utah State Bar Board of Bar Commission-

ers (the Commission) approved Utah Ethics Advisory Opinion
No. 99-03, which held that nothing in the Utah Rules of Profes-
sional Conduct prohibits a defense lawyer from making an ex
parte contact with plaintiff's treating physician in a personal-
injury or medical-malpractice matter.

The typical fact situation that was addressed by Opinion No. 99-
03 involves a plaintiff who files suit against a physician who has
performed medical services for her. The attorney for the defen-
dant-physician makes an ex parte contact with another
physician who had previously treated the plaintiff (the “treating
physician”). The factual background for the analysis assumes
that the treating physician (a) is not represented by counsel in
the matter, and (b) has not been retained or designated to
testify as an expert by the plaintiff.

After review of all information presented and considerable
additional research, we affirm the opinion as originally written.

Uieh Bar
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Notice of Amendments to Rules

The following rule changes have been adopted by the Supreme
Court or Judicial Council with an effective date of April 1, 2000
(unless otherwise noted). The information is intended to alert
Bar members to changes that may be of interest and is not an
inclusive list of all changes made. Further information may be
found in the following sources:

* Code-Co. Web Site: http://www.code-co.com

* Intermountain Commercial Record (February 11, 2000)

* Pacific Reporter Advance Sheets

e 2000 Utah Court Rules Annotated

e [Utah State Courts Web Site:
htip://courtlink.utcourts.gov/rules/

DIGEST OF AMENDMENTS
Rules of Appellate Procedure
Rule 28A. Appellate Mediation Office. Adds new rule gov-
erning Appellate Mediation Office.

Rules of Juvenile Procedure

Rule 4. Time. Changes rule to mirror changes to other bodies
of Supreme Court rules.

Rule 8. Rights of minor while in detention. Clarifies rule.
Rule 29A. Visual recording of statement or testimony of
child victim or witness of sexual or physical abuse —
Conditions of admissibility. Adopts rule for admission of
recorded statement or testimony in 4 room other than the
courtroom in delinquency cases.

Rule 31. Initiation of truancy proceedings. Amends rule to
comport with legislative change.

Rule 37A. Visual recording of statement or testimony of
child victim or witness of sexual or physical abuse —
Condition of admissibility. Adopts rule for admission of

recorded statement or testimony in 4 room other than the
courtroom in abuse, neglect, and dependency cases.

Code of Judicial Administration

Rule 4-202.08. Fees for records, information, and ser-
vices. Amends provision for waiving fees for governmental
entities.

Rule 4-510. Alternative dispute resolution. Changes types
of cases which are exempt from ADR requirements. Removes
exemption for cases where the claim is less than $20,000 and
adds exemption for actions pursued by an assignee of a claim.
Rule 4-908. Committee on Children and Family Law.!
Adopts rule establishing new Judicial Council Standing
Commiitee.

Rules of Professional Conduct
Removes all Model Code Comparisons from the Rules of Profes-
sional Conduct.

Other Amended Rules

Rule 1-205. Standing and ad hoc committees.’

Rule 3-304. Official court reporters.

Rule 3-305. Official court transcribers.

Rule 3-306. Court interpreters.

Rule 3-415. Auditing.

Rule 4-202.02. Records classification.

Rule 4-205. Security of court records.

Rule 7-101. Juvenile Court Board, Executive Committee
and Council Representatives.

Rule 7-303. Truancy referrals.

"These amendments were approved as emergency rules and are
currently in effect.

The Utah Bar Foundation is accepting applications to fill the
part-time position of Executive Director. The Foundation is a
non-profit corporation which administers funds received
from gifts, donations, bequests, contributions and interest on
lawyers’ trust accounts, and annually awards grants to sup-
port legal services to the disadvantaged, improve the
administration of justice, aid in law-related education and to
support other law-related purposes. The Executive Director

Utah Bar Foundation Seeking Part-Time Executive Director

performs administrative responsibilities under the direction
of a seven-member board of trustees.

Salary is negotiable and experience with non-profit groups is
desirable.

Applications should be sent ¢/o Maud Thurman, 645 South
200 Hast, Suite 204, Salt Lake City, Utah 84111. Applications
must be received by Wednesday, April 28, 2000. The Utah Bar
Foundation is an equal opportunity employer.
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH

PUBLIC NOTICE

REAPPOINTMENT OF INCUMBENT PART-TIME
UNITED STATES MAGISTRATE JUDGE

The current term of part-time United States Magistrate Judge
Clark B. Allred serving the United States District Court for the
District of Utah at the Vernal, Utah duty station will expire on
December 31, 2000. The Court is required by law to establish
a panel of citizens to consider the reappointment of the mag-
istrate judge to a new four-year term or such other term as
provided by law.

The duties of a part-time magistrate judge include the con-
duct of preliminary proceedings in criminal cases, the trial
and disposition of misdemeanor cases, the handling of civil
matters referred by the Court, and the conduct of various pre-
trial matters as directed by the Court.

Comments from members of the Bar and the public are
invited as to whether incumbent part-time Magistrate Judge
Allred should be recommended by the panel for reappoint-
ment by the Court. Comments should be directed to:

Markus B. Zimmer
Clerk of Court
United States District Court
Suite 120
Frank E. Moss United States Courthouse
350 South Main Street
Salt Lake City, Utah 84101

Comments must be received no later than Friday, June 2, 2000.

The 2000 Tenth Circuit Judicial Conference

The 2000 Tenth Circuit Judicial Conference
will be held in Santa Fe, New Mexico from
Thursday, June 29 through Saturday, July 1. The
headquarters hotel is the Santa Fe Hilton with
some meetings being held at the neighboring
Eldorado Hotel. There are blocks of hotel
rooms being held under the name of the con-
ference at both hotels, as well as the Hotel St.
Francis.

The conference is entitled “Law and Federal
Practice in the New Millennium” and that
theme will be carried out by speakers and
interactive breakout sessions. An exciting
array of speakers, including novelist Scott
Turow, will discuss law at a Renaissance Legal
Luncheon on June 30 and explore topics of
law and international legal practice, econom-

ics, and literature. CLE credits will be offered.
A range of activities are included in the pro-

gram to appeal to spouses and children, and
families are welcome to attend.

Registration is open to all attorneys and
judges who are members of the Judicial Con-
ference of the Tenth Circuit. To become a
member and also to register for the confer-

ence, please go to www.ck10.uscourts.gov
and click on “Tenth Circuit Judicial
Conference.” Alternatively, for additional
information, you may contact Ms. Chris
Lighthall in the Circuit Executive’s Office of
the Tenth Circuit Court of Appeals by phone
(303-844-2070); fax (303-844-2079); or
email: christine_lighthall@ca10.uscourts.gov.
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From the Utah Supreme Court
Notice of Corrections

On June 11, 1999, the Utah Supreme Court released the
opinion State of Utah v. Kirk Scott Saunders, 1999 UT 59,
371 Utah Adv. Rep. 6. The case considered, among others,
the issues of juror unanimity under Article I, Section 10 of the
Utah Constitution and the plain error doctrine. When the
opinion was initially released, it showed Judge Tyrone E.
Medley as the trial court judge. While Judge Medley was the
judge who sentenced Saunders, he was not the judge who
presided over Saunders’ trial on the merits. The opinion has
since been corrected to clarify Judge Medley’s role.

On January 28, 2000, the Utah Supreme Court released the
opinion State of Utah v. Eugene Reed Bennett. This opinion
addressed the issue of a defendant being tried before a jury in
jail clothes. Due to clerical error, the opinion incorrectly identi-
fied Judge Tyrone Medley as the trial judge. In fact, Judge Jay E.
Banks presided over the trial on the merits, and Judge Richard
H. Moffat signed the final judgment, On February 11, 2000,
the court issued an amended opinion to correct this error.

The Utah Supreme Court regrets these errors and apologizes
for the confusion created.

United States District Court for the District of Utah
Office of the Clerk of Court

150 Frank E. Moss U.S. Courthouse
350 South Main Street
Salt Lake City, Utah 84101-2180

POSITION VACANCY ANNOUNCEMENT

The Office of the Clerk solicits applications for the position of
Records and File Management Clerk. This is a full-time tem-
porary position with federal government benefits and possible
eventual conversion to permanent status. The position is
classified as CL-22 with an annual starting salary range of
$18,257-22,819 depending on experience. Federal govern-
ment benefits apply.

DUTIES AND RESPONSIBILITIES: Incumbent will sort,
classify and file case records; maintain integrity of the filing
system by monitoting proper access to records. Incumbent
will also retrieve and copy files for court personnel, attorneys
and others and will be responsible for preparing and ship-
ping records to the Federal Records Center.

QUALIFICATIONS: Applicants must be detail-oriented with
good research and organization skills, familiarity with PCs.
Prefer mature self-starters who can work independently. Must
be a U.S. citizen.

APPLICATION PROCEDURE: Interested applicants who
meet the qualifications should prepare a cover letter and

Application for Judicial Branch Federal Employment (AO 78)
and submit them with relevant supporting documentation.
Finalist may be subject to a background check and drug test.
AO 78 Forms are available for pickup at the address listed
below from 8:30 a.m. to 4:30 p.m. Monday-Friday or for
downloading at htp://www.utd.uscourts.gov under “Form.”
Application should be submitted (i) in person at or by mail to
the address listed below, (ii) by fax to the Personnel Special-
ist at 801-526-1166, or (iii) by e-mail to
jobs_resume@uid.uscourts.gov. Position open until filled.

United States District Court for the District of Utah
Attn: Records Clerk
Office of the Clerk of Court
Room 150 U.S. Courthouse
350 South Main Street
Salt Lake City, Utah 84101-2180

EQUAL OPPORTUNITY EMPLOYER
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1999 Cover of the Year Ballot

Please cast your vote for the 1999 Utah Bar Journal cover of the year. Please indicate in the boxes below your 1st, 2nd and 3rd
favorite covers. If you would like to see these covers in color, please visit the Bar’s website at www.utahbar.org. Thank you for tak-
ing the time to vote. Please return this page by April 20, 2000 to:

Utah Bar Journal e Attn: Christine Critchley o 645 South 200 East # Salt Lake City, Utah 84115

Please indicate your first, second and third place covers.

E.?
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Hnnua|E0nvent

Up to 12 hours of
CLE credit available

Don’t miss this one!
Mark your calendars now
& watch your mail for

more information.

www.utahbar.org/sites/annual/

The Hotel del Coronado is a family paradise. With
lush gardens, two pools, an award-winning beach, a
full-time activities department, and sunshine almost
every day, fun is a year-round experience.

The Hotel del Coronado’s picturesoue gingerbread
castle by the sea, with its magnificent red-roofed
spires, has played host to royalty, U.S, Presidents,
and countless celebrities on vacation.

The Hotel del Coronado’s Beach Bungalow is a
private oceanfront cottage with a spacious living
room and fireplace, dining area, sun-splashed deck
on the beach. This villa is where Marilyn Monroe
stayed while filming Some Like It Hot.

The legendary Hotel del Coronado was recently
honored by Gourmet magazine readers for the
second year in a row as “one of the top beach
destinations in the United States.”

The Crown Room, one of the Hotel del Coronado’s
signature restaurants, has been the site for many
historical events. In 1927, Charles Lindbergh was the
guest of honor at a dinner to celebrate his flight
across the Atlantic. In 1970, President Richard Nixon
held the first State Dinner outside Washington, D.C.,
for Mexican President Diaz Ordaz.
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CLE Program Schedule

Wednesday, July 12, 2000

6:00 p.m. — 8:00 p.m. Sponsored by: ParsoNs BEHIE & LATIMER
Opening President’s Snow, CHRISTENSEN & MARTINEAU
Reception and Registration — Sun Deck WORKMAN, NYDEGGER & SEELEY

Kirp & CHRISTIAN

Thursday, July 13, 2000

7:30 a.m. — 8:00 a.m. HON. ALEX KOZINSKI

Registration and Continental Breakfast Judge Kozinski was appointed United States Circuit Judge for the
Sponsored by:  BALLARD, SPAHR, ANDREWS & INGERSOLL Ninth Circuit on November 7, 1985. He graduated from UCLA, )

LEBOEUE, LAMB, GREENE & MACRAE receiving an A.B. degree in 1972, and from UCLA Law School,

receiving a J.D. degree in 1975. Prior to his appointment to the

8:00 a.m. — 9:00 a.m. appellate bench, Judge Kozinski served as Chief Judge of the

Opening General Session and Business Reports United States Claims Court, 1982-85; Special Counsel, Merit

Welcome and Opening Remarks Systems Protection Board, 1981-82; Assistant Counsel, Office of

H. Dickson Burton, 2000 Annual Convention Program Counsel to the President, 1981; Deputy Legal Counsel, Office of

Co-Chair President-Elect Reagan, 1980-81; Attorney, Covington & Burling,

Maxwell A. Miller, 2000 Annual Convention Program Co-Chair ~ 1979-81; Attorney, Forry Golbert Singer & Gelles, 1977-79; Law
Clerk to Chief Justice Warren E. Burger, 1976-77; and Law Clerk

R t the Utah State B
e I to Circuit Judge Anthony M. Kennedy, 1975-76.

Charles R. Brown, President, Utah State Bar

Report on State Judiciary
Chief Justice Richard C. Howe, Utah Supreme Court

Report on Federal Judiciary
Chief Judge Dee V. Benson, Federal District Court,
State of Utah

Report on the Utah Bar Foundation
Randy L. Dryer, President, Utah Bar Foundation

9:00 a.m. — 9:50 a.m.

Keynote Address: Antitrust Law: Solution in Search of a Problem — (1 CLE hour)
Hon. Alex Kozinski, 9th Circuit Court

Sponsored by:  PARR WapDOUPS BROWN GEE & LOVELESS

9:50 a.m. — 10:15 a.m.

Refreshment Break Sponsored by:  GIAUQUE, CROCKETT, BENDINGER & PETERSON
Trask, BrrrT & Rossa
McKay, Burron & THURMAN
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10:15 a.m. — 11:05 a.m.
Session I — (1 CLE hour each)

LITIGATION TRACK TRANSACTIONAL TRACK
Who Gets to Visit Your Children and Who Gets to Through the Maze: The Lawyer’s Role in the Sale of
Decide? Real Estate
Panel of Lawyers & Judges Read R. Hellewell, Kirton & McConkie
GENERAL PRACTICE/ TECHNOLOGY TRACK BACK TO BASICS TRACK
GOVERNMENT TRACK Using the Power of Computers for | NLCLE: Intellectual Property for the
Juvenile Court as a Resource to the | Winning Courtroom Arguments Non-Specialist

Francis J. Carney, Anderson & Jonathan W. Richards, Workman,

Public and the Legal Community
Nydegger & Seeley

Hon. Kimberly K. Hornak, 3rd District Karrenberg

Juvenile Court Blake D. Miller, Ballard Spabr Andrews
Jan Thompson, Communications & Ingersoll

Director, Administrative Office of

the Courts

11:05 a.m. — 11:20 a.m.

Refreshment Break Sponsored by: BURBIDGE & MITCHELL

WirLiams & Hunr

11:20 a.m. — 12:10 p.m.
Session II — (1 CLE hour each)

LITIGATION TRACK TRANSACTIONAL TRACK
Successful Strategies for Advocates in Mediation NLCLE: Primer I — Foreclosures
Ralph L. Dewsnup, Dewsnup, King & Olsen Larry G. Moore, Ray, Quinney & Nebeker
James R. Holbrook, Callister, Nebeker & McCullough . 1Ly L
Larry R. Keller, Keller & Lundgren aner U Mechamc %a s ch i :
g M it Darrel Bostwick, Babcock, Bostwick, Scott, Crawley & Price
D. Frank Wilkins, Berman, Gaufin, Tomsic, Savage &
Campbell
GENERAL PRACTICE/ TECHNOLOGY TRACK BACK TO BASICS TRACK
GOVERNMENT TRACK Commercial Transactions NLCLE: Primer I — Foreclosures
ETHICS: The Market vs. Lawyers — | John R. Morris, Snell & Wilmer Larry G. Moore, Ray, Quinney &
The MDP Task Force Report | Nebeker
Michael D. Blackburn, MDP Task Force L e
Co-Chair | Primer II — Mechanic’s Liens
Darrel Bostwick, Babcock, Bostwick,
Toby Brown, Utah State Bar oA o hPrice
David Nuffer, President-elect, Utab :
State Bar
Charles R. Brown, President, Utah
State Bar

12:10 p.m. — 12:30 p.m.
Refreshment Break

Sponsored by: Stort Rives LLP
GREEN & BERRY
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12:30 p.m. — 1:20 p.m.
Session IIT — (1 CLE hour each)

LITIGATION TRACK TRANSACTIONAL TRACK ]
Ethical Dilemas for the Practitioner — Phase II ENREL: Development of Environmentally Impaired
Gregory K. Skordas, Gustin, Christian, Skordas & Caston Properties
Michael F. Skonick, Kipp & Christian David W, Tundermann, Parsons Beble & Latimer
Harry Caston, Gustin, Christian, Skordas & Caston J. Michael Baily, Parsons Beble & Latimer
Stephanie Ames, Gustin, Christian, Skordas & Caston Hal]. Pos, Parsons Beble & Latimer
Charls Gruber, Office of Professional Conduct
GENERAL PRACTICE/ TECHNOLOGY TRACK BACK TO BASICS TRACK
GOVERNMENT TRACK Intellectual Property Issues on the | Ethical Dilemas for the Practitioner
“Miranda” Internet — Phase 11
Prof. Paul Cassell, Universily of Utah H. Dickson Burton, Trask, Britl & Rossa | Gregory K. Skordas, Gustin, Christian,
College of Law Jobn R. Morris, Snell & Wilmer Skordas & Caston
Stephen C. Clark, ACLU of Utah Gregory D. Phillips, Howard, Phillips & Michael E Skonick, Kipp & Christian
Sponsored by: MBNA AMERICA Andersen Harry Caston, Gustin, Christian,
Jonathan W. Richards, Workman, Skordas & Caston
Nydegger & Selley Stephanie Ames, Gustin, Christian,
John C. Stringham, Workman, Skordas & Caston
Nydegger & Seeley Charls Gruber, Office of Professional
| Conduct

1:20 p.m.
Meetings Adjourn for the Day

Friday, July 14, 2000

7:30 a.m. — 8:15 am.
Section Breakfasts

8:00 a.m. — 8:30 a.m.
Registration and Continental Breakfast
Sponsored by:  Hotme ROBERTS & OWEN

Ray, QUINNEY & NEBEKER

8:30 a.m. — 9:15 a.m.

General Session
Presentation of Annual Awards
Charles R. Brown, President, Utah State Bar
Swearing in of New Bar Commissioners and
President-Elect
Chief Justice Richard C. Howe, Utah Supreme Court

9:15 a.m. — 10:05 a.m.

General Session — Seize the Future: A View of the
Future of the Legal Profession — (1 CLE hour)
William C. Cobb, WCCI, Inc.

Sponsored by:  DurHAM JONES & PINEGAR

il 13t 4

WILLIAM C. COBB

William Cobb is the Managing Partner of WCCI Inc. (William
Cobb Consultants) based in Houston, Texas. Mr. Cobb has been
a consultant in strategic issues affecting professional service
organizations since 1978. He provides counsel to improve the
competitive position of his clients. That counsel includes the
assessment of the impact of trends in the market; pricing ser-
vices and alternative billing; practice management; firm gover-
nance and structure; partner review, evaluation, and compensa-
tion; and similar subjects of critical importance to law firm and
legal department leadership. Since 1992, Mr. Cobb has been
chairing the Futurist Task Force for the ABA. He is a frequent
speaker and writer on the critical issues of law firm and corpo-
rate legal department leadership. He is the author of A Planning
Workbook for Law Firm Management, and Win-Win Billing
Strategies among others.




10:05 a.m. — 10:15 a.m.
Refreshment Break Sponsored by:  StRONG & HaNNI
SNELL & WILMER

10:15 a.m. — 11:05 a.m.
Session I — (1 CLE hour each)

LITIGATION TRACK : TRANSACTIONAL TRACK
Killer Cross-Examination ' Recent Developments & Future Trends Under the
Larry Pozner, Hoffman, Reilly, Pozner & Williamson | American With Disabilities Act
\ Sponsored by: THE LitieatioN SEcTION, Utan StATE BAR Scott A. Hagen, Ray, Quinney & Nebeker
GENERAL PRACTICE/ TECHNOLOGY TRACK BACK TO BASICS TRACK
v GOVERNMENT TRACK Creating Your Future What Generation X Lawyers Know
Killer Cross-Examination William C. Cobb ,WCCI, Inc. That You Don’t: Trends in the
Larry Pozner, Hoffman, Reilly, Pozner Profession
& Williamson Scott Matheson, Jr., Dean, University of
Sponsored by: 'THE LITIGATION SECTION, Utah College of Law
UtaH StATE BAR Panel of Young Lawyers
11:05 a.m. — 11:20 a.m. LARRY POZNER
Refreshment Break Larry Pozner began his career as a Public Defender. He is the
Sponsored by:  RicHARDS BRANDT MILLER & NELSON Immediate Past-President of the National Association of Criminal
RoBERT J. DEBRY & ASSOCIATES Defense Lawyers. He is a nationally recognized legal commenta-
NiELSEN & SENIOR tor and is frequently seen on such shows as the NBC Nightly

News, The Today Show, Larry King Live and MSNBC. He was the
NBC Legal Analyst for the Oklahoma City bombing trials and the
Jon Benet Ramsey case. Mr. Pozner is listed in The Best Lawyers
in America. He served many years on the faculty of the University
of Denver College of Law, where he was voted Best Professor. He
is a partner in the 10 lawyer litigation firm of Hoffman, Reilly,
Pozner & Williamson where he handles protracted commercial
and criminal cases, as well as plaintiff defense of class actions.

11:20 am. — 12:10 p.m.
Session II — (1 CLE hour each)

LITIGATION TRACK TRANSACTIONAL TRACK

Killer Cross-Examination cont. Private Offerings of Securities — Tips for the General
Practitioners
Gary Winger, Ray, Quinney & Nebeker
GENERAL PRACTICE/ TECHNOLOGY TRACK BACK TO BASICS TRACK
GOVERNMENT TRACK E-Filing and E-Commerce for Hot Issues in Employment Law
Killer Cross-Examination cont. Lawyers David A. Anderson, Parsons Behle &
Toby Brown, Utah Electronic Law & Latimer
Commerce Partnership
Brent Israelsen, Utah Electronic Law &
Commerce Parinership
12:10 p.m.

Meetings Adjourn for the Day
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8:30 am. — 9:00 a.m.
Registration and Continental Breakfast

Sponsored by:  VanCotT, BAGLEY, GORNWALL & McCARTHY

9:00 a.m. — 9:50 a.m.

ETHICS General Session — Reel Justice: Legal Ethics in

the Movies
Prof. Paul Bergman, UCLA School of Law

Sponsored by:  CALLISTER, NEBEKER & McCULLOUGH

0:50 a.m. — 10:10 a.m.
Refreshment Break

Saturday, July 15, 2000

PROFESSOR PAUL BERGMAN

Professor Bergman received his J.D. from UC Berkeley (Boalt
Hall) in 1968. Tle has been a professor of law at UCLA School of
Law since 1970, where he currently teaches Evidence, Trial
Advocacy, American Legal Education and Law and Popular
Culture. His career has also included serving as a law clerk for
Judge Oliver Hamlin, 9th Circuit Court of Appeals and associate
in the law firm of Mitchell, Silberberg and Knupp. He was the
recipient of the “Excellence in Curriculum Development and
Teaching of Advocacy” award in 1988 and is the author of Reel
Justice: The Courtroom Goes to the Movies.

Sponsored by:  CLYDE, SNOW, SESSIONS & SWENSON

10:10 a.m. — 11:00 a.m.
Session I — (1 CLE hour each)

LITIGATION TRACK

Prof. Paul Bergman, UCIA School of Law

Reel Justice: Trial Tactics in the Movies

TRANSACTIONAL TRACK

Current End-of-Life Legal Issues
Mary Jan Ciccarello, Utah State Division of Aging and Adult

Services

Phil Ferguson, Chair, Needs of the Elderly Commitiee
Shitley Rossa, Partnership for End of Life in Utah

GENERAL PRACTICE/
GOVERNMENT TRACK

Reel Justice: Trial Tactics in the
Movies
Prof. Paul Bergman, UCIA School of Law

TECHNOLOGY TRACK

The Convergence of the Internet

and Your Law Practice

H. Dickson Burton, Trask, Britt & Rossa

Toby Brown, Utah Stale Bar

D. Brent Israelsen, Fillmore, Belliston
& Israelsen

Blake D. Miller, Ballard, Spabr,
Andrews & Ingersoll

BACK TO BASICS TRACK

NLCLE: Mediation 101
Karin S. Hobbs, Utah Court of Appeals,
Appelate Mediation

11:00 am. — 11:10 a.m.
Refreshment Break

Vil 13 o 4
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11:10 a.m. — 12:00 p.m.
Session II — (1 CLE hour each)

LITIGATION TRACK TRANSACTIONAL TRACK

Significant Legislative Developments from t